
Stekiste, Kessler, Goldstein & Fox p.l.l.c. 



ATTORNEYS AT LAW 
llOO NEW YORK AVENUE. N.W, • WASHINGTON. D.C. 20005-3934 



Phone: (202I 371-2600 • FACSIMILE: (202) 37I-2540 • www.skgf com 



Robert 
Edward J. 
JoRce A. Goldstein 
Samuel L. Fox**" 
David K.S. Cornwell 
Robert W. Esmond 
Tracy-Gene G. Durkin 
MiCHELE A. Cimbala 
Michael B. Ray 
Robert E, Sokohl 
Eric K. Steffe 
Michael O. Lee 
Steven R.. Ludwig 



John M. Covert 
Linda E. Alcorn 
Robert C. Millonig 
Michael V. Mebsinger 
Judith U. Kim 
Timothy J. Shea, Jr. 
Patrick E. Garrett 

JEFFREY T. HELVEY* 

Heidi L. Kraus 
Jeffrey R. Kupin 
Patrick D. O'Brien 
Lawrence B. Bugaisky 
Crystal D. Sayles 



EOWARD W. Yee 
albert L. Ferro* 
Donald R. Banowit 
peter a. Jackman 
Molly A. McCall 
Teresa U. Medler 
_Jeffrey S. Weaver 
Kendrick p. Patterson 
Donald J. Featherstone 
Vincent L. Capuano 
John A. Harroun* 
Albert J. Fasulo it* 
Eldora Ellison Floyd* 



W. Russell Swindell 
Thomas C, Fiala 
Brian J. Del Buono* 
Virgil L. Beaston* 
Ryan J. Stamper* 
Reginald D. Lucas* 
Theodore a. Wood 
Elizabeth j. Haanes 
Bruce E. Chalker 
Joseph S. Ostroff 
Karen R. Markowicz** 
Suzanne E. Ziska** 
Andrea J. Kamage** 



NoveiTiber21, 2001 




NOV 2 6 2001 



TECH CENTER 1600/2900 



Nancy J. Leith 
Joseph m. Conrad, III* 
Douglas m. WtLSON** 
ann e. summerfi eld" 
Cynthia M. Bouchez** 
Helene C, Carlson** 
Gaby L. Longsworth** 
DusTiN T. Johnson** 
Matthew J, Dowd** 
Aaron L. Schwartz** 



•Limited To Matters 

and Proceedings Before 
Federal Courts s. Agencies 

••Registered Patent agent 

••Senior Counsel 



Writer *s Direct Number: 

(202)218-7834 

Internet Address: 

BHAANES@SKGF.COM 



Commissioner for Patents Attn: Art Unit 1633 

Washington, D.C. 20231 

Re: U.S. Utility Patent Application 

Appl. No. 09/557,907; Filed: April 21, 2000 
For: Treatment of Cancer Using Cytokine-Expressing 
Polynucleotides and Compositions Therefor 

Inventors: Horton et al 

Our Ref : 1 530.0060004/EKS/EJH 

Sir: 

Transmitted herewith for appropriate action are the following documents: 

1. Reply to Restriction Requirement; and 

2. One (1) return postcard. 



It is respectfully requested that the attached postcard be stamped with the date of filing of 
these documents, and that it be returned to our courier. In the event that extensions of time are 
necessary to prevent abandonment of this patent application, then such extensions of time are 
hereby petitioned. 
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Commissioner for Patents 
November 21, 2001 
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The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No. 19-0036. A duplicate copy of this letter 
is enclosed. 



Respectfully submitted, 




Sterne, Kessler, Goldstein & Fox p.l.l.c. 



Elizabeth J. Haanes, Ph. 
Attorney for Applicants 
Registration No. 42,613 
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"^plication of: 

HORTON, et al 

Appl. No. 09/557,907 

Filed: April 21, 2000 

For: Treatment of Cancer Using 
Cytokine-Expressing 
Polynucleotides and Compositions 
Therefor 
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Confirmation No. N/A 

Art Unit: 1633 

en* 

Examiner: Wilson, M. 

Atty. Docket: 1530.0060004/EKS/EJH 



Reply To Restriction Requirement 

Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

In reply to the Office Action dated October 22, 200 1 (P.T.O. File Wrapper Paper No. 
11), requesting an election of one invention to prosecute in the above-referenced patent 
application. Applicants hereby provisionally elect, with traverse, to prosecute the invention 
within Group I, represented by claims 1-35,38-50,66-75 and 77-87. With respect to Group 
II, Applicants believe that the inclusive claims should be claims 36, 37, 52-56, 58-64, 89-94 
and 96-103, and should not include claims 66-87. If the Examiner disagrees, clarification 
is respectfully requested. Applicants reserve the right to pursue the non-elected claims in 
related applications. 

With respect to the Examiner's further division of the claims in the previously 
elected group into two groups and the reasons stated therefor. Applicants respectfully 
traverse. Groups I and II are related as between polynucleotide-containing pharmaceutical 
compositions (Group I), and polynucleotide-containing pharmaceutical compositions 
comprising sodium phosphate dissolved in an aqueous solution at a molar concentration 



-2- 



HORTON et al 
AppL No. 09/557,907 



ranging from about 20 mM to about 300 mM (Group II). Even assuming, arguendo, that 

Groups I and II represent distinct or independent inventions. Applicants submit that to 

search and examine the subject matter of Groups I and II. together would not be a serious 

burden on the Examiner. Groups I and II are both related to the delivery of polynucleotides 

into tissue. Publications disclosing the methods of Group I would largely overlap with 

publications disclosing the methods of Group II. The compositions of both Groups I and 

II share common structural features which are essential to their functioning in the delivery, 

uptake, and expression of polynucleotides in vivo. It a simple matter for the Examiner to 

search and examine publications disclosing methods and compositions of both groups. The 

M.P.E.P. § 803 (Eighth Edition, Rev, August, 2001) states: 

If the search and examination of an entire application can be 
made without serious burden, the examiner must examine it 
on the merits, even though it includes claims to independent 
or distinct inventions. 

Thus, in view of the M.P.E.P. § 803, Applicants respectfully request that the claims of 
Groups I and II be searched and examined in the captioned application. Applicants retain 
the right to petition from the Restriction Requirement under 37 C.F.R. § 1.144. 
Reconsideration and withdrawal of the Restriction Requirement, and examination and 
allowance of all pending claims, are respectfully requested. 

It is not believed that extensions of time are required, beyond those that may 
otherwise be provided for in accompanying documents. However, if additional extensions 
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of time are necessary to prevent abandonment of this application, then such extensions of 
time are hereby petitioned under 37 C.F.R. § 1.136(a), and any fees required therefor are 
hereby authorized to be charged to our Deposit Account No. 19-0036. 

Respectfully submitted. 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Attorney for Applicants 
Registration No. 42,613 

Date: November 21, 2001 

1 100 New York Avenue, N.W. 
Suite 600 

Washington, D.C. 20005-3934 
(202) 371-2600 
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